IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

ebvre et al. 

ppl.No. 09/440,468 
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For: Communication Methods and 
Apparatus 



Art Unit: 2749 
Examiner: To be Assigned 
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Declaration for Patent Application 
under 37 C.F.R. § 1.47 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



Sir: 



RECEIVED 

NOV 1 7 2000 

OFFICE OF PETITIONS 



I, Diana Hawthome, of Inmarsat Limited, do hereby solemnly and sincerely 
declare as follows: 



1 . I am responsible for maintenence of the Inmarsat patent portfolio. 

2. In February, 1999, my predecessor, Helga Cantrell, instructed James 
Cross, a Chartered Patent Attorney, of R.G.C. Jenkins & Co., 26 Caxton 
Street, London SWIH ORJ, England, to prepare a patent specification for an 
invention entitled "Communication Methods and Apparatus" that had been 
made by one (1) employee of Inmarsat Limited and one (1) consultant to 
Inmarsat Limited. The employee inventor is Paul Febvre. The consultant is 
David Denis Mudge, The invention was made by the employee inventor in the 
execution of his normal duties as an employee of Inmarsat Limited. The 
invention was made by the consultant under a consultancy agreement dated 
November 1997, a copy of which is attached as Exhibit A. Under British law, 
the invention, therefore, belongs to Inmarsat Limited. 

3. On 8 March 1999, a British patent application was filed as Application 
No. 9905181.5. 



4. On 15 November 1999, a patent application, claiming priority firom the 
aforementioned British Patent Application No. 9905181.5 was filed by our 
U.S. counsel in the U.S. Patent and Trademark Office designating the two 
inventors as the applicants. 



Febvre et al. 
Appl. No. 09/440,468 



5. The application filed in the U.S. was identical to the counterpart UK 
application from which priority was claimed. The description and claims of 
which had been agreed between the inventors at Inmarsat as part of their work 
responsibilities during February 1999. 

6. On infomiation and belief, on 15 March 1999, Helga Cantrell 
forwarded a copy of the complete application to David Denis Mudge. This 
application was identical to the application as it was filed in the U.S. Patent 
and Trademark Office on 15 November 1999. 

7. In December 1999, I forwarded a Combined Declaration and Power of 
Attorney to David Denis Mudge at his last known address for signature. 

8. David Denis Mudge expressed to me concem regarding language used 
in the Combined Declaration and Power of Attorney, including language citing 
statutory provisions under 35 U.S.C. § 1 19, § 365, § 120, § 1 12, and 37 C.F.R. 
§ 1.56. Between November 1999 and March 2000, I had verbal and written 
communication with David Denis Mudge to address concerns and answer 
questions regarding the Declaration. 

9. In a telephone communication with me of 30 March 2000, David Denis 
Mudge verbally refiised to sign the Combined Declaration and Power of 
Attorney. David Denis Mudge gave the following reason for his refusal: 
despite Inmarsat's best efforts, he does not feel comfortable making the 
declaration required by U.S. patent procedure. 

All statements made herein of my own knowledge are true. All statements 
made on information and belief are believed to be true. The statements were made 
with the knowledge that willfiil false statements and the like so made are punishable 
by fine, imprisonment, or both, under 18 U.S.C. § 1001 and may jeopardize the 
validity of the US application or any patent issuing thereon. 



Declared at Inmarsat Limited 




2000 



Diana Hawthorne 



EXHIBIT A 



\ 




CONSULTANCY AGREEMENT OF NOVEMBER 1997 
PARTIES: INMARSAT AND DAVID DENIS MUDGE 




International Mobile Satellite Organization 
99 City Road, London EClV lAX, England 



Coatract No. IXM/97-2065 



for 



Ia"i?j:sn: Packet Data Systen\ Analys: 
with 



David Mud;^^; 
-^A Handrbrrh Road 
Oval 
Londc," 
S^V9 0LP 



CONTRACT FOR 
Inmarsat Packet Data System Analyst 
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Statement of \V'ork 



This is a Contract bef.veen, David Mudie (hereinnfcer referred to as the ''ConsuUan:*") ir.dividual existing under tlie 
b'.vs of England, with his registered office ac 44A Handroah Road. Oval, London SW9 OLJ> ar.J the fncerr.aiiona! Mobile 
Satellite Organization (hereinafter referred to as "Inmarsat"), an incemational organization e5;n:!:^hid by the Convencion on thi^ 
International Mobile Satellite Organization and the Operating Agreement (as amended) rein::.- j thereto, which entered ifuo 
force on 16 July 1979, with its headquarters at 99 City Road. London EC ! Y 1. AX, England. 

The effective date of this Contract is 10 November 1997. 



Article 1: Scope of Work 

A. The Consultant shall furnish to Inmarsat consuUnncy suppoa in accordance with the tenri.- nr.J cotiditions cf this coturact 
including Annex A hereto, entitled Statement of Work as directed by Inniarsat's responsible ofr*i:er 

Article 2: Duration of Contract 

All work to be performed hereunder shall be carried out by 3 1 December 1997. 

Article?: Charges 

A. The Consultant is authorised to charge the d^ily rate of three hundred and seventy five Pounds Sterling (£373.00) for 
v.ork perfonrried by the Consultant bringing the total of the Contract to five thousand six hur.dred and twenr." five Pounds 
Sterling (£5,626.00) which sum is not to be exceeded v. ithou: the prior written consent of tr.e responsible office: referred to in 
rVnicle 21. The foregoing sums are e.K elusive of an>' N'AT. 

B. In the ca.se of prior authorised travel, Inmarsa- shall reimburse the Contractor in resce:i cf t.^avel (acrja! travel costs - 
(economy class travel if less than eight (S) hours, and business class travel if e.xceeding ei^h; (S) hours), subsistence a: the 
applicable United Nations daily rates and the costs of travel docum.entation (.i.e. visas e:c). All relevan: receipts should be 
attached to invoices. 

Travel tickets will be provided to the Contractor for Inmarsat business travel only, in accordance v^-ith the above Inmarsa: 
Travel Policy. At no time shall personal iciaerLtrles, preferences, changes, r.iodifications, dov.ngrading. exch.nnging cr altenng 
o:' the tickets be permitted v.-ithout Inmarsat's prior v. ri^cen au:h'>risa:i:^n. 

C. Inn;arsn: .*;hall no: be liable for any f j-cher charges. ccs:s or expenses. 
Article 4: Payment 

The Consultant shall render mon-hly invoices to Inma.'sat fc: the amount payable to the Consu'.car.: pursuant to .Aracie 3 hereof, 
entitled Charges, and Inmarsa: shall pay such amounts v. i:hin thirty (30) days from the da-e cf receipt of the invoice. The 
Consultant's right to retain any payment made pursuant to this .\nicle shall be conditional upon the full and satisfactory- 
completion of all work specitVcd in this Contract. 

The invoice shall include, as a minimum, the Contract nu.Ticer and the responsible Procurem.e.-.: Concact - Debbie Brar.er.e. a.^.d 
responsible Technical Officer - Pvichard King. 



.Article 5: Taxes and Duties 

Inm:u-sa* shall be responsible for i\ny value added tax v.hici^. may becon-^e due bv re.':.-:;n c:' the perforr.\.\r.ce of th:s 
Co:i:.'act. Inmarsat shall not be responsible for any other taxes and duties arising from or related to the performance of th:s 
Contract. For th.e avoida.-^ce of doubt, the Consultan: shall be responsible for all incom.e tax. r.a::on."^l insurance con:ribu;ioi:< 
and pension contributiotis relating to it or its em.ployees. 



.Article 6: 



Warranty 




The Consultant u arrnnts that the work to be pcrforrr.ed hereunder shall be carried cl: v.i:h reasonable s:<i!i. care r.r.d 
diligence. Thi> \varTanc>' i> v.itiiout prejudice to. or forfeiture of. any other right.s and remed;:< I.-.Tuirsat may ha%e tr.der th:s 
Contract or at law or equity. 

Ariicle 7: Intellectual Property Rights 

The Con.-^ultant assigns to Innursac the exclusive right title and interest in all future cc:vn:hc>. desi^zn rights and ocher 
intellectual and induscrial property ri;zhts in all report.s/soft'.vare and other documentation whirr, produced by the Consul-::i:;; 
pursuant to this Contract. At Inmarsat's cost, the Consultant shall do such acts or execute .Nu:r. d vi:nien:s as ai'r :e;is.)!Kt:-!\ 
necessary to vest such intellectual property rights (including but noi linniced to patents) in InnK^-^.*:. 

Article S: Industrial and Intellectual Property Rights, Indemnity 

The Consultant shall indemnify and hold harmless Inmarsat, its Parties and Signatories arainst all claims that the action.N 
of the Consultant, its ser\'ants or agents in performing this Contract infringe the industrial or i.irillectual propeny rights of the 
claimant. The Consultant agrees to resist and defend, a; its own expense, any such claims acn:p.$: anv of the said indemnitees, 
and to pay aiiy royalties and other costs associated with any settlement of such claims, and a.".v d.^.r.uges and costs av>.arded as 
the result of any suit based on such claims. This obligation shall be contingent upon the ir.ce.TJiitees giving the Consultant 
prompt notice of such claims, all necessar>- authority to defend or settle the claims on their behalf, and, at the request of the 
C -.ultant. reasonable cooperation and assistance and such relevant infornntion as is available them. 

Article 9: Irmiarsat-Fumished Documents, Examination 

\y[:h respect to any documents that Inmarsat is required to provide or does provide to the Consultant pursuant to this 
Contract, the Consultant sl:a!l exercise reasonable care to ensure that such documents are sufrlcier.: tor the performa.^.ce of this 
Contract, and that they contain no manifest errors or anomalies. The Consultant shall infonn I.-.-arsa: promptly in the event 
that it discovers any error, omission or anon\aIy in any such document at any time. 

.Article 10: Coiil'identiality 

.A. The Consultant (including i:s employees) shall have the following obligations with resrerc to the information contained 
in this Contract, including any uork package: any reports prv>\ ided by the Consultant hereunder: Qnd any information supplied 
to th;r Consultant by or on behal: cf Inmarsat in connection with i\v.> Contrajt that is identified 2S confidential at the time it is s^^ 
supplied. Such identification sha'i be made or confirmed in writing. 

f I > The Consultant shall take all reasonable measures to protect the confidentiality o:"5u:h infomv.ifion. 

(2) The Consultant agrees that it sh.all use such infonna:ion solely in connection with trJs Contract, unless alcemati^'e 
uses are expiiritly aufnorized by Inmarsat respect to specifically designated irrbrmation. 

(?) The Consultant shali not dt.sclose such information to third parties, or have it disriosed. in any manner c: form, so 
long as it remains ccnt'idential. w ithout the explicit authorization of Inmarsat. 

E. Paragraph A cf this Article shall continue to apply, i.-respective of any expiration or t?.~:.-2tion of this Contra::, unles- 
a.-^.d until such linie as such inforrrintion comes into the Consultant's lawful possession independent of disclosure in connection 
v.-ifn this Contract, or othe-vise lawfully conges into the public dom.ain. 

Article 11: Public Release of Information 

The Consulcatit shall obtai-; the v-Tiiten approval of Inmarsat concerning the content and tinung o: c.^'*\'> releiises. articles. 
crochu:-es. advertisements, prepared speeches, and other infonnation releases to be made by the Consultant o: any ot its 
subconsultants concerning this Contract or the work perfonued or to be perfomied hereur.ie.'. Inmarsat shall be given a • 
reasor.able tin^e to review the proposed text prior to the date scheduled for its release. 



Article J2: Remedies for Breach of Contract 

It either pany breaches this Contract deliberately, neglieently, or other^vise, the oi'r.t: cany shall be encicled to an', 
applicable remedies available at law or equity, including, but without iiniitation to, damages ar.u irecific performar.je. 

Article 13: Consequences of Force Majeure 

A. The purpose of this Article is to establish the consequences of force majeure ev^nci cr-ventin-i either party frorr. 
complying with any of its obligations under this Contract. 

B. As used in this Anicle, the term "force majeure" refers to events extrinsic to this Conu-^:; :h-U are beyond tlie reasonable 
control of. and not attributable to negligence or other fault of, the party relying on such even;s t; excuse ics failure to perforn;. 
The term does not include strikes or other events caused by labour disputes, unless such strikes or other events are pan of 
national or regional disputes. 

C. Any part}' whose ability to perform is affected by a force majeure event shaJl take al! reiionable seeps to mitigate the 
impact of such event. 

D. If the effect of a force majeure event is temporan--, subject to Paragraph E of this A^icle. the pany so affected shall not 
be responsible for any consequent delay, and the relevant schedule or time period shaJl be exte-Jed accordingly, if and only if 
notice of the event is given to the other pany within seven (7) days after the event has occurred. A: the time of the initial notice 
c e occurrence of the event, or as soon thereafter as possible, the pany affected shall inforrr: v-.t other pany of the extent of 
the delay expected as a result of the event. 

E. In the case of one or more foccc majeure events having a temporar>* effect on the abilirv o.'the Consultant to comply with 
the schedule for tlie work or any pan thereof, if the effect is. or u'lll be. to delay such schedule bv rr:ore than ninety (90) days, or 
in the case of force majeure events permxiencly preventing the Consultant from complyine u'i:h said schedule, Inmarsat may 
decl;ire this Contract to be terminated, in whole or in pan. In such event Inmarsat's sole liabi!i:y shall be to pay the Consulc.\nt 
for work Ciuried out up to the dace of te mil nation, including work carried out under anv uncomc;e:ed work package. 

Article 14: Governmental Authorizationi 

The Consultant shall be responsible for obtaining all gov'cmmental authorizations neces-z.-y for the perfomiance of the 
Consultant's obligations hereunder. In the event that the Consultant fails to obtain anv such a'j:hcnzation as may be necessary 
to complete 'the v.-ork or any pan thereof. Inmarsat may a: any time tem\inace the work or an*, p.vt thereof in v^hich event the 
Ccnsuinint slnll refund all payments made by Inmarsat ui:h respect to the v.-ork or anv pan thereof. 

Article 15: Termination in Special Circumstances 

.A. Inmarsat shall have the right to term.inace this Contract, in whole or in pan. a: anv time zr.d v.-ith inunedia:e effect, in any 
of the follov.'ing e\'ents: 

i\) I: the Consultant has commic'ed a material breach of this ConL-a::. which if remediable, has not beer, s:? rem>edied 
within thiny OO) days of a wnc-.en request to do so by Inmarsa:. 

i2) If tiie Coasulcxnc goes into liquidation, o: if its financial position is such tha:. v.i:r.:r. the framevv-ork of i:s natioi:a! 
lavv, legal action leading toward liquidacion may be taken against i: by its creciv?:s. 

'3) I: the Consul:an: resons to fraudulen; practices in connection \\i± the Concrac:. ir.:l'jding. bu: not l:T.i:ed to: 

(a^ Deceic concerning the nature. q'.:a!i:y. or quantity of goods and ser\'ices :e:^j;.'ed to be rendered under thi- 
Cor. tract: or 

(b) The giving or offering of gifts or remuneration for the purposes of briber\' t,^ any person in the employ ot 
Party lo the Inmarsat Convencion. or of a Signator>\ or of Inmarsat, c: a:*:i:^.£ on behalf o: any of them, 
irrespective of whether such bribes or remuneration are made on the ir.hiative of the Consultant or 
otherwise. 

B. I:: the even: of sujt^. tern^i:\a:lon. Inn'.arsaf s remedies shall include the rix.h: to a refu^.-.i c:' monies paid to the Coi^s*.:l:aP'' 
(:■: ter:r.in.'.:ed v.ork and any increased cos: o: completing tenv.inaced v/ork. 



Article 16: Termination for Convcriience 

A. Inn\arsat may terminate this Contract, in whole or in part, for Inmarsat's convenience, a: any time prior to con-irlecion 
provided that Inmarsat notify the Consultant no less than 5 days in advance. 

B. In the event of such termination, the termination charges shall be determined bv cjod faich ne^otiacions berv.cea 
Inmarsat and the Consultant or, if agreement cannot be reached, pursuant to Anicle 13 hereof. en::*.!ed Arbitration. 

Article 17: Applicable Law 

This Contract shall be governed by and interpreted according to the lau-s of England. 

Article IS: Arbitration 

A. Any dispute that njises between the Consultant and Inmarsat in connection with this Conract. v^ hich is not settled within 
thirr>* (30) days from the dace that either party notifies the other that such a dispute exists, or v.i:hin such longer period as may 
be mutually agreed upon, shall be resolved by arbitration under the Rules of the London Cocr. cf International Arbitra:io[i in 
effect on the date that the arbitration is initiated. 

F A sole arbitrator shall be appointed by the Court, unless the ponies agree in a particular case that the tribunal should 
consi.^: of more than one arbitrator, or unless the Coun determines in view of all the circumsn.-.ces of the case thac a tnree (3) 
member Lribunal is appropriate. 

C. The place of arbitration shall be London. England. 

D. Responsibility for paying the costs of the arbirration. including the cos:s incurred by the parties themselves in preparing 
and presenting their cases, shall be apportioned by the tribunal. 

E. The award shall sta*e the rea.^ons upon which it is based. 

F. The award shall be tlnal and binding on the ponies as from the dote ii is nnde. 

G- Judgment upon the award rendered may be entered in any coun having jurisdiction, or application may be n*.ade to such 
coun (:>: a judicial acceptance of the award and an order of enforce men c. as the case mav be. 

H. The pxnies recognize thac the subject ma:cer of this Contract is unique, and tha: dam.^.res may not be adequo-e under 
some circumstances. For these reasons, the ponies agree tha: the tribunol shall be empov^•e:ed t:^ decree specific performanre. 

Article 19: Key Personnel 

.\. [•: is agreed that David Mudge is rece5sar>- for the successful com.riecior. of the v.crV to be performed under thi> 
Ccn-ort. 

E. David Mudge shall not be removed from the performance of the v.-ork under this Ccncra:: un!e>5 replaced v.-i:h persrnr.el 
of substoncially equal qualirlcations and abilir^-. Inmorso: snail have the rich: to reviev/ the c=ao!ifi cations of any prcrosed 
reciarements and. if for good and suft'icien- rex^ons Inn.ursat deem:5 such personnel to be uns-icable. Inmarsat may recuLre the 
Ccr.s-I;anc to offer al:ema-:ive candida*es v^'here such are available. If. a: Inmorsat's sole cii::rejion. a suitable olcemative 
ca:'.di::r.:e is not provided. Inmarsat shall reser.e the right to terminate this Ccn-cacc wich immediate effect. 

C. Nocwi:hstandip.; its role in approvin: key per.Nonnel and theL- replacem.ents, Inmarsa; sh.V.i have no superv'i.-cry control 
over :hei: work, and nothing in this .Article sha!l relieve tiie Coiv>u::ar.c of an.y of its obli^zationi \:2d^: this Contra::, o: •:: \'> 
resp on. nihility for any acts or onussions ot its personnel. 



Article 20: Assigrunent of Contract 

The Consult. m: shall not assicn or deleeate. either in u'hole or in pan. thi< ConL'-a;( c: ar-.y of the Consultonfs ri:h:s. 
du-iei. or obligation.-; hereunder to an>- person or entir>' without the prior e.Kpress approval or* Inmorsa:. whi:h shaii ce a: 
lnm:'-rs:tt's sole diicrecion. 



B. No:^vi:h^tanding any conditions und^r v.htch Inmarsat may grant such approval, th^ Cc:'.;-!:^-: shall remain a gux-ancor 
to Inmarsat of the performance of the assigned or delegated duti::s and obligations in accorJ-.-:e v/ith this Contract and all 
applicable la'.v.s. 

C. Inmarsat is considering restruccunng and transferring the whole or the majori:;. cf i:s business to a new entity 
("Inmarsat Successor'). If such restructuring takes place, then Inmarsat shall be entitled to a^-i::-. or novate this Contract, or 
any part thereof, and/or any rights or obligations hereunder to Inmarsat Successor by giving the Ccr.tr^u'tor written notice to that 
effect. The Contractor will, if so requested by Inmarsat, enter into any assignment/novation 2::e;;v,ent as may be required to 
perfect or record such assignment/'novation. 

Article 2i: Responsible Officers • \ ^ . 

A. The responsible officers of the panies ma>/ be changed from time/to time by notice t: rhe other parr/. Until further 
noiice, the responsible officer for Inmarsat shall and for the Consultant^ 

B. For the purpose of administration of this Contract any communications between Inrr.a:>2: and the Consultant shall be 
enforceable and binding upon the panies only if signed by the appropriate responsible officers. 

:le22: Communications 

A. All notices, repons. invoices and other correspondence to be provided to Inmarsat or the Consultant pursuant to this 
Contract shall be sent for the atEention of the responsible officers referred to in Paragraph.-, of .Anicle2l hereof, entitled 
Responsible Officers, at the following addresses: 

IX.MARS.^T CO.VSULTANT: 

International Mobile Satellite Orgmizacioa David Mudge 

99 Ctt>- Road 44 A Hand forth Road 

London EC IV I. AX Oval 
United Kingdom London 

S\V9 OLP 



B. All ccmrriunicafions peainent to this Ccntrajt shall be made or ccnfirrr.ed in v.ri-ir.z. ir.ciuding telegram, tele.x. or 
farsimile. 

C .Al! documentation and con\munica:ion.> rev^uired under this Contract shall be in the Enei:>h Language. 

.Anicle 23: Time Limits 

Any time limi',> to v/hich this Con era :t binds the Consultant or Inmarsat shall be cour.red \?. calendxf days from the day 
f?!:owiag that of the event mx^king the stan of the time limit, and shall end cn the la.st day cf I'i period laid dov.'n. When the 
lis: day of a time limit is a Saturday or Sunday, or a legal holiday in the countr>' in which the car.;:ular contractual performance 
i? recL-ired. such time limit shall be extended to the furst u'orking day following. 

Article 24: Consultant's Liability 

The Consultant's liability in re.>pect of any claim for loss or damage iiri.-;:ng cut of, or in conr.^:cion v.'ith any provision of the 
Con:ra:t. shall up.der no circumstances exceed i:^. aggregate for one incideiu or series of incicer.:.< arising from the same event 
the total value of the contract. This limitation shall not extend to death or personal injur>' caused by the Consultant. The 
ConsuI:an; shall in no event be liable for the following loss or damage howsoever caused and e-.en if the possibility of such loss 
o: dar.ia^e has been disclosed to the Consultar:: in advance or could reasonably have been fores^^r. by the Consultan:. 

Economic loss of profits, business re\enue. good'.vill and contracts; 

b Damages in respect of special, indir^rct or consequential loss or da.nia^e. 



Article 3i 



Entire Airrcement 



This Contract constitutes the entire a^zreement between the panies with respect to t'r.i s-jbjecc nmccer her^Ou and 
supersedes all prior or contemporaneous correspondence, representations, proposals, ^ns. under5:andi"',v>;. or 

aizreem.encs of the panies. whether oral or wriiten. The panies also hereby acknowledge tha: I'r.t:-: are no collavernt cor.cructs 
between them with respect to the subject matter hereof. 



IN \MTNESS WTIEREOF. the panies hereto h.ive .'Signed this Contract in duplicate 



CONSULTANT 



Typed Name: ^n-v^ \ "v^ ^AO C-^ 



Tide: V- 



BY 




INMM^V 




Dace: 



ANNEX A 
STATEMENT OF WORK 



Inmarsat 



STATEMENT OF WORK FOR THE POSITION OF 
IN^L'\RSAT PACKET DATA SYSTEM ANALYST 
WORK PACK-AGE #1 



1. SCOPE OF WORK 

This temporary position is required in order to fulHl the follo\ving tasks, with respect to 
the development of tlie Inmarsat Packet Data System (IPDS) :- 

1) Provide expert support for the development of the IPDS 'Home-LES' model, taking into 
account the specialised requirements of the LES Operators. 

2) Provide draft IPDS SDM sections for the 'Home-LES' workin'' and the SBS to 

'Home-LES* interfacing. 

3) Interface with other members of the IPDS development team in order to finalise 
architectural and system issues for the IPDS SDM. 

4) Interface with members of the IPDS Steering Group in order to ascertain LES Operator 
sensitivities to design decisions. 

2 . CANDIDATE REQUIREMENTS 

<» Detailed kno^vledge of the Inmarsat Packet Data Services architecture. 

• Understanding of LES requirements wrt Inmarsat service provision. 

• Detailed knoNvledge of the Inmarsat SDM writing practices. 

3. TIMEFKA^iME 

-t of work: 10th November 1997 

Expected finish : Initial contract until 3l5t December 1997. It is expected that there will be 

extensions until 31st December 199S. 

4. LEVEL OF EFFORT 

Initial Contract for 15 days © £375 per 7-hour day. Thereafter effort and rate to be negotiated. 
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